Remarks/Arguments 

Claims 1 to 7 are pending. Claim 1 has been amended. Claim 1 has been 
amended to recite more structure of the bottle and the content (copy attached) of 
page 4, line 22, to page 5, first line. 

The Office Action stated: that the listing of references in the specification is 
not a proper information disclosure statement; that 37 CFR 1 .98(b) requires a list 
of all patents, publications, or other information submitted for consideration by the 
Office, and MPEP § 609.04(a) states, 'the list may not be incorporated into the 
specification but must be submitted in a separate paper."; and that, therefore, 
unless the references have been cited by the Examiner on form PTO-892, they 
have not been considered. The Examiner assertion is not in point. Applicants 
were dealing with what the Examiner had to consider in resolving the level of 
ordinary skill in the art. In such case, all references, information, etc., of record in 
the application must be considered by the Examiner. Until the Examiner resolves 
the level of ordinary skill in the art (and sets out his analysis and the supporting 
facts, reasons, etc.), any obviousness rejection (as here) is defective. This is 
required by Patent Office policy and the Supreme Court's Graham and KSR 
decisions. 

The Office Action stated: that in response to the Examiner's notification in 
paragraph 1 that the listing of references in the specification is not a proper 
information disclosure statement; that applicants argue that the Examiner is 
required to read and consider all of the disclosure in the application, including the 
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prior art disclosed and discussed in the application; that the disclosure has been 
considered including applicants' description of the background art; that, however, 
considering applicants' description of a reference is not equivalent to considering 
the reference itself; and that, consequently, references which were not indicated 
as being considered In the Notice of References Cited or the Information 
Disclosure Statement have not been considered. In making an obviousness 
rejection the Examiner has the duty to make a prior art search - when, as here, he 
has reason to believe that the reference is pertinent to his resolution of the level of 
ordinary skill in the art, he has a duty to seek out such reference. 

Applicants are filing an IDS with a copy of the involved reference in a 
couple of days. 

The Office Action stated that the following is a quotation of 35 U.S.C. 103(a) 
which forms the basis for all obviousness rejections set forth in this Office Action; 
(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in Section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 
Claims 1 , 4, 5 and 7 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent Application Publication No. 2002/0153386 to 
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Uetake et al. (Uetake) in view of U.S. Patent No. 6,030.632 to Sawan et al. 
(Sawan). Applicants traverse this rejection. Note that the Examiner has not 
asserted that applicants' claimed invention is obvious to one ordinarily skilled in 
the art in view of the combination of the two rejection references. 

The combination of Uetake and Sawan does not result in applicants' 
claimed invention, hence applicants' claimed invention is not unpatentable under 
Section 103(a). 

Amended independent Claim 1 recites: 
"wherein the internal layer bag has memory which expands said internal layer bag 
and generates negative pressure in the internal layer bag so that a pressure 
difference between the negative pressure and the ambient pressure becomes 
higher than the filtration resistance, and the negative pressure aspirates liquid that 
remains in downstream side of the filtration film to upstream side of the filtration 
film". 

Applicants believe that the above is not obvious from the rejection combination of 
Uetake and Sawan. 

Applicants believe that the container disclosed in Utekake cannot aspirate 
liquid that remains in the downstream side of the film by reason of having a valve 
11. 

Sawan discloses that the prefilter 1 5 is spaced upstream from filter 6 
(col. 1 1 , lines 28 and 29). More specifically, the prefilter 1 5 is not placed on the 
upstream side of the filtration film. 
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As a result, the rejection combination of Uetake and Sawan does not result 
In amended independent Claim 1 , and hence none of applicants' claims are 
obvious over the rejection references (singularly and in combination). 

Furthermore, the feature that the pressure difference between the negative 
pressure and the ambient pressure becomes higher than the filtration resistence is 
not indicated in Uetake, Sawan or Shiraishi. All of the obviousness rejections 
containing Shiraishi also fail. 

The Examiner is requested to allow all of the claims over the applied prior 

art. 

The Office Action stated that, in reference to Claim 1 , Uetake teaches: 
A container with a filter (1 ) comprising: 

a bottle (2) having a mouth portion (2a): 
a plug body (3) placed on the mouth portion and providing a 
discharging pass (10) for discharging internal liquid kept in the bottle; 
a filter (7,50) provided in the discharging pass; 
said filter (7,50) has a filtration film (7) to filter out bacteria for 
preventing bacteria from percolating from downstream side to 
upstream side in the direction of discharging ([0034]). 
Applicants disagree with this statement. Sawan does not cure the defects of 
Uetake in the search for applicants' claimed invention. 

The Office Action stated that Uetake does not teach the following which is 
taught by Sawan: 
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and an internal liquid holding member (15) which is made of 
porous substance having microscopic pores that hold the liquid 
therein in order to keep said film wet, and which is placed on 
upstream side of the filtration film (col. 1 1 , lines 27 to 44); and 

a surface of said internal liquid holding member (15) is in 
contact with a surface of the filtration film (6). 
Applicants disagree with this statement. The combination of Uetake and Sawan 
does not result in applicants' claimed invention so applicants' claimed Invention is 
unobvious over such combination of two rejection references. 

The Office Action stated that it would have been obvious to one having 
ordinary skill in the art at the time of the invention to have included the liquid 
holding member (pre-filter 15) of Sawan between the filter (7) and support seat 
(50) of Uetake in order to prevent clogging of the filter as explicitly taught by 
Sawan (col. 1 1 , lines 27 to 49). Applicants traverse this statement for several 
reasons. Since the Examiner has not factually resolved the level of ordinary skill 
in the art, the Examiner does not know what would be obvious to one ordinarily 
skilled in the art. Section 103(a) requires facts not mere factually-unsupported 
speculation. 

The Office Action stated that, since the liquid holding member (pre-filter 1 5) 
of Sawan is disclosed as having a pour size within the range disclosed by 
applicant, it would inherently perform In the same manner. Applicants traverse this 
statement as being be mere factually-unsupported spectulation. Applicants 
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request that the Examiner drop this statement unless he factually supports it by a 
reference or his own declaration. 

The Office Action stated that, in reference to Claim 4, since the holding 
member (pre-fllter 15) of Sawan has a larger pore size than the filter (6), the 
pressure necessary for the internal liquid to pass through the holding member from 
the upstream side to the downstream side is lower than filtration resistance of the 
filtration film. Again applicants request that the Examiner prove this statement by 
citation of a reference or his own declaration. The independent claim is unobvious 
so this dependent claim is unobvious. 

The Office Action stated that in reference to Claim 5 see Uetake Fig. I and 
[0038]-[0041]. Independent Claim 1 is unobvious so dependent Claim 5 is also 
unobvious. 

The Office Action stated that in reference to Claim 7 see Uetake Fig. I and 
[0046]. Independent Claim 1 is unobvious so dependent Claim 7 is also 
unobvious. 

Withdrawal of this rejection is requested. 

Claims 2 and 3 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Uetake in view of Sawan as applied to Claim 1 above, and 
further in view of Applicants Admitted Prior Art (AAPA). Applicants traverse this 
rejection. The combination of Utekae and Sawan does not result in applicants' 
claimed invention and the AAPA does not cure such defect in the rejection 
combination. 
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The Office Action stated: that, in reference to Claim 2, Uetal<e as modified 
by Sawan teaches a container with filter substantially according to Claim 1 , but 
does not teach the particular filter according to the claim; and that the AAPA 
(specification page 1 1 , line 15, to page 12, line 6) teaches that the claimer is a 
"Millipore Express Plus membrane filter", i.e., commercially available prior art filter. 
Independent Claim 1 is not obvious so dependent Claim 2 is not obvious. 

The Office Action stated that it would have been obvious to one having 
ordinary skill in the art to have selected the AAPA Millipore Express Plus 
membrane filter for use in the device of Uetake since Uetake suggests that the use 
of any filter suited for preventing bacteria from entering the upstream side from the 
downstream side (see [0034]). Independent Claim 1 is unobvious so dependent 
Claim 2 is dependent. The Examiner does not know what would be obvious to 
one ordinarily skilled in the art. 

The Office Action state that, further, the application of the AAPA filter to 
Uetake constitutes no more than combining prior art elements according to known 
methods to yield predictable results and the simple substitution of one known 
element for another to obtain predictable results supporting a conclusion of 
obviousness in accordance with the guidance of KSR International Co. v Teleflex 
Inc. (KSR), 550 U.S. _, 82 USPQ2d 1385. Applicants traverse this statement as 
being meaningless until, as required by KSR, the level of ordinary skill in the art 
has been factually resolved. First things come first. 
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The Office Action stated that in reference to Claim 3 when AAPA prior art 
filter is used with Uetake as modified by Sawan, (with the same liquid) the device 
would inherently perform in the same manner. This statement is factually 
unproven. Independent Claim 1 in unobvious so dependent Claim 3 in also 
unobvious. 

The Office Action stated that, further, "[W]here the general conditions of a 
claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." (see MPEP 2144.05 II). The 
Examiner has not proven that only routine experimentation is Involved. Sweeping 
statements are meaningless under Section 103(a). 

Withdrawal of this rejection is requested. 

Claims 1 , 4, 5 and 7 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent Application Publication No. 2002/0130139 to 
Shiraishi et al. (Shiraishi) in view of U.S. Patent No. 6,030,632 to Sawan et al. 
(Sawan). Applicants traverse this rejection. 

Applicants believe that the combination of Shiraishi and Sawan does not 
result in applicants claimed invention so applicants' claimed invention is not 
obvious over such rejection combination. 

The Office Action stated that in reference to Claim 1 Shiraishi teaches: 
A container with a filter (1 ) comprising: 

a bottle (2) having a mouth portion (2a); 
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a plug body (3) placed on the mouth portion and providing a 
discharging pass (10) for discharging internal liquid kept in the bottle; 
a filter (7,50) provided in the discharging pass; 
said filter (7,50) has a filtration film (7) to filter out bacteria for 
preventing bacteria from percolating from downstream side to 
upstream side in the direction of discharging ([0034]). 
Shiraishi does not teach or suggest applicants' claimed invention. Sawan does 
not cure the defects of Shiraishi in the search for applicants' claimed invention. 

The Office Action stated that Shiraishi does not teach the following which is 
taught by Sawan: 

and an internal liquid holding member (15) which is made of 
porous substance having microscopic pores that hold the liquid 
therein in order to keep said film wet, and which is placed on 
upstream side of the filtration film (col. 11, lines 27 to 44); and 
a surface of said internal liquid holding member (15) is in 
contact with a surface of the filtration film (6). 
Applicants believe that the combination of Shiraishi and Sawan does not result in 
applicants' claimed invention. 

The Office Action stated that it would have been obvious to one having 
ordinary skill in the art at the time of the invention to have included the liquid 
holding member (pre-filter 15) of Sawan between the filter (7) and support seat 
(50) of Shiraishi in order to prevent clogging of the filter as explicitly taught by 
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Sawan (col. 1 1 . lines 27 to 49). The Examiner cannot make this statement as he 
has not factually resolved in the record the level of ordinary skill in the art. 

The Office Action stated that, since the liquid holding member (pre-filter 15) 
of Sawan is disclosed as having a pour size within the range disclosed by 
applicant, it would inherently perform in the same manner. Applicants traverse this 
speculation. Section 103(a) requires facts. 

The Office Action stated that, in reference to Claim 4, since the 
holding member (pre-filter 1 5) of Sawan has a larger pore size than the filter (6) 
the pressure necessary for the internal liquid to pass through the holding member 
from the upstream side to the downstream side is lower than filtration resistance of 
the filtration film. Applicants traverse this statement as being speculation. 

The Office Action stated that. In reference to Claim 5, see Shiraishi Fig. 1 
and [0056]-[0060]. Independent Claim 1 is unobvious so dependent Claim 5 is 
unobvious. 

The Office Action stated that in reference to Claim 7 see Shiraishi Fig. 1 
and [0067]. Independent Claim 1 is unobvious so dependent Claim 7 is 
unobvious. 

Withdrawal of this rejection is requested. 

Claim 6 has been rejected under 35 U.S.C. 1039a) as being unpatentable 
over U.S. Patent Application Publication 2002/0130139 to Shiraishi et al. 
(Shiraishi) and No. 6,030,632 to Sawan et al. (Sawan) as applied to Claim 5 above 
and further in view of U.S. Patent 5,497,910 to Meadows et al. (Meadows). 
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Applicants traverse this rejection. Meadows does not cure the defects of the 
combination of Shiraishi and Sawan in the quest for applicants' claimed invention. 

The Office Action stated that in reference to Claim 6 Shiraishi as modified 
by Sawan teaches: 

A container with a filter (1 ) as set forth in claim 5 (see 
rejection of claim 1 above). 
Independent Claim 1 is unobvious so dependent Claim 6 is also unobvious. 
The Office Action stated that Shiraishi further teaches: 

wherein a dispensing valve (8) has memory which expands 
said dispensing valve and generates negative pressure in the 
container so that a pressure difference between the negative 
pressure and an ambient pressure becomes higher than the filtration 
resistance thus liquid left downstream side of the filtration film is 
aspirated to upstream side of the filtration film (see [0043] and 
[0053]). 

Independent Claim 1 is unobvious so dependent Claim 6 is also unobvious. 

The Office Action stated that Shiraishi as modified by Sawan differs from 
the claim in that it is the resilient dispensing valve (8) and its associated connector 
sleeve (83) which cause the remaining liquid to be sucked into an upstream side of 
the filter rather than the memory of Internal layer (22) which is disclosed to be 
made of a synthetic resin made of a resilient material (see [0057] and [0060]). 
Applicants traverse this statement as regards applicants' claimed invention. 
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The Office Action stated tliat IVleadows teaches: 

In Figs. 1-3 of a dispenser similar to that of applicants' and 
Shiraishi to make an inner layer (inner bottle 30) from a resilient 
(compressible) material (LDPE) configured so as to create a "suck 
back" vacuum (see col. 4, lines 57 to 62; col. 5, lines 35 to 43). 
The result is still not dependent Claim 6 (under amended independent Claim 1 ). 

The Office Action stated that it would have been obvious to one having 
ordinary skill in the art at the time of the invention to have applied the teaching of 
using the characteristics of the compressible inner bottle to suck back liquid into 
the inner layer of Meadows in the dispenser of Shiraishi as modified by Sawan 
because doing so would allow the suck back function to be performed without the 
use of a resilient valve. Applicants traverse this statement. The Examiner does 
not know what would have been obvious to one ordinarily skilled in the art 
because the Examiner has not factually resolved in the record the level of ordinary 
skill in the art. The Examiner has not carried his burden of proof. 

The Office Action stated that further the application of the teaching of 
Meadows to Shiraishi as modified by Sawan constitutes no more than combining 
prior art elements according to known methods to yield predictable results and the 
use of a known technique to improve similar device in the same way supporting a 
conclusion of obviousness in accordance with the guidelines of KSR International 
Co. V. Teleflex Inc. (KSR), 550 U.S. 82 USPQ2d 1385. Applicants traverse 
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this statement as It not supported by facts, proof, etc. Also it does not follow the 
requirements of the KSR decision so it is of no weight under Section 103(a). 
Withdrawal of this rejection is requested. 

Reconsideration, reexamination and allowance of the claims are requested. 
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through said hold.ng n>a.b„ fto. „p«„,„ ,,,, ,„ ^.^^ 
=haa fil,ra,io„ raais.ance of .h. ffhra.ioa fl,™. Accordta, .o ,bis, disch.„aci|. 
«y of .6. i.«r„al liquid i, no, blocked, ainc. ,he who,. fi.„,i„„ „, 
both .h, fl.,r.,io„ ,1,™ and ,ho h„,<„„, ,^ 
u„ce of „„,, ,he fii.a,io„ ni™. even af«. p,.oi„, 

m.mb.,. „ ia poaaibi. „ sa, .h. .ll„a.ioo ,.ai„.„„ ba,„„„ ,o»p. and 
50hPa or b.,w„„ ,OhP. and 20hPa aa wall, and i, ia p,.f„abi. ,o a., ,hia „. 

sistance as low as possible. 

The boWa „ay hava a„ .„ar.,a, iaya, bo„l. which ia daformabla bv 
.0 squeezing and an taranal layc, bag which ia paaiabla fro. ,ha ax,erna. iav.; 
bo«la. and said liquid may ba lap, i„ ,he ,„,.„., ^yar bag. „ ia poaaible .o 
.-^raaaa a praaaura of ai, ba.wean .h. ax,.™a, lava, bonia and ,ha i„,a,„a, l..„ 
».g. and i, ia poaaibia ,o placa in a „annar wharain ,h. i„,„„.| ,„„ bag ia 
praasad by ,ha p,eaauri3ad ai, ao ,ha. ,h. liquid in ,h. in.arnal layar bag paaaaa 
.hrough said i„,a,nal liquid holding n„„,ba, and said fil„.,ion fiina. Tha in. 
.ernal lava, bag .ay ba fo,mad .„ dafla,a aasily accon^panying ,ha dacaaaa of 
■ha in,.,„., liquid. If ,ha , ^^^^^^^.^.^ 

™mb,an.. in ,ba condition whcain i, is wa,, i, ia posaibia ,o ahu, ou. ai, by ,h. 
■.l.,a.io„ filn,. Thus i, is possible ,o p,cva„, .„bian, air fron, flowing i„.o ,ha 
20 ,n,a,„., Iaya, bag. Th.,afo,a i, is possible .o forn, an aaap,ic ayed,oppa,. 
which does no, require p,eserva,ion agents. 

in^Z^lLl^"^! layer bag has n.en,ory which expands said in.ernal 



. pressure 

<..lference be,ween the n;gaUva_p^as;u r^^ 

higher ,han the f.l.ra.i on resistance .bus liqu idleft downs.raan. side of ,h. ffl. 
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■ra.ion filn. is aspira.ad ,o ups,raam^id£^^j^fi|^„ ^ 





jifyinLiiflli^ ^ bacteria iron, growing in the left iiquid. 

Also, in the present invention, it is preferable that the body of the Inner 
layer ,s made from synthetic resin, the average thickness of the body is over 
O.lmtn. more preferably, over 0.3imm, and the average rh.kness of the bodv . 
less than 0.5™.. more preferably, less than 0.4mn,. By that, the inner layer 
can be formed to have a desired elasticmemory. 

-Additionally, in the present invention, it is preferable to emp.ov the co^. 
position in Which the outer layer has an entry opening to bring the outside air ir 
the room between the outer layer and the inner layer. By that, when pushing 
iO of the -oottle is released, the ambient a:r flows in through the entry opening and 
the pressure between the outer layer and the inner layer becomes the ambient 
pressure, so that the difference of the pressure between the upper stream of the 
filter and the lower stream of the Hlter caused by the elastic-memorv of the in- 
ner layer can be in the desired range without fail, .t is possible to provide the 
i5 distr,bution valve for the entry opening, but it is also possible to form the entry 
opening with an opening which i., closed when the body of the bottle is pushed. 

According to the present invention, especially in eyedroppers and the l.ke 
it is possible to prevent air bubbles from being generated around the discharging 
pass so that internal liquid is dropped smoothly and precisely. 
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BRIEF DESCRIPTION OF THE DRAWINGS 

Fig. 1 is scale-up longitudinal sectional view of the relevant part of the 
ey^dropper with a laminated fllm-peeling bottle of an embodiment of the present 
invention; 

Fig. 2 is whole longitudinal sectional view of said eyedropper; 
Fig. 3 is whole picture of the laminated film-peeling bottle of said eye- 
dropper, which (a) is a plane view and (b) is an elevated view; 
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